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DETAILED ACTION 

This action is responsive to the amendment filed on August 23, 2006. Claims 1 , 
13, 19, 23, 25-28, 35, 37-39, and 41-45 were amended. Claim 14 was cancelled. 
Claims 1-4, 9, 10, 13, 15, 16, 19-21, and 23-45 are pending. 

Response to Amendment 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

2. Claims 1-4, 9, 10, and 13, 15, 16 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Pollack, U.S. Patent No. 6,505,236. 

Pollack teaches the invention as claimed including a system and method which 
detaches and stores any mail attachments and appends the body of the mail to include 
a handle to enable the recipient to retrieve the stored attachment at a later time (see 
abstract). 
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Regarding claim 1 , Pollack teaches a method for servicing email at a client of a 
sender of an email comprising: 

receiving a request at the client of the sender to send the email (col. 4, lines 4-6, 
Pollack discloses a receiving portal to receive an email from a send); 

determining at the client of the sender whether the email to be sent includes one 
or more attachments (col. 1, lines 59-62, Pollack discloses multiple attachments on an 
email); 

determining whether a recipient of the email has distributed storage separate 
from an incoming email server of the recipient for storing email attachments, if the email 
to be sent includes one or more attachments (col. 4, lines 25-34, Pollack discloses a 
mail attachment storage system); 

determining a network address of the recipient's distributed storage for storing 
email attachments, if the recipient has such distributed storage (col. 4, lines 34-39, 
Pollack discloses a storage device that stores attachment at specific address); 

determining whether the recipient's distributed storage is available to receive the 
one or more attachments upon determining the network address (col. 6, lines 39-48, 
Pollack discloses the use of an attachment comparator to see if an attachment can be 
received and kept); and 

if the recipient has distributed storage for storing email attachments and the 
distributed storage is available to accept said one or more attachments: 

sending a main body of the email to the incoming email server of the recipient 
(col. 7, lines 1-11, Pollack discloses an email sent without an attachment); 
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sending an instruction to the recipient's distributed storage to submit a request 
for one or more attachments of the email (col. 5, lines 50-67,col. 7, lines 1-11, Pollack 
discloses an attachment receiver); and 

upon receipt of such a request, sending the one or more attachments of the 
email to the recipient's distributed storage for email (col. 4, lines 25-39). 

Regarding claims 2, Pollack teaches the method of claims 1, wherein said 
determining of whether the recipient of the email has distributed storage separate from 
an incoming email server of the recipient for storing email attachments comprises 
querying a recipient email distributed storage location server (col. 4, lines 25-34). 

Regarding claim 3 and 15, Pollack teaches the method of claims 1 and 13, 
wherein said determining of the network address of the recipient's distributed storage for 
storing email attachments comprises querying a recipient email distributed storage 
location server (col. 4, lines 25-39). 

Regarding claim 4 and 16, Pollack teaches the method of claims 1 and 13, 
wherein said determining of whether the recipient's distributed storage is available to 
receive the one or more attachments comprises pinging the recipient's email distributed 
storage using said determined network address (col. 4, lines 25-39, col. 6, lines 39-48). 
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Regarding claim 9, Pollack teaches the method of claim 1, further comprising 
sending the main body of the email and the one or more attachments of the email to the 
incoming email server of the recipient if the recipient has distributed storage but the 
distributed storage is not available to accept said one or more attachments (col. 1 , lines 
35-45, col. 2, lines 26-57, Pollack discloses an attachment attached directly to an email 
if no storage is available). 

Regarding claim 10, Pollack teaches the method of claim 1 , further comprising 
sending the main body of the email and the one or more attachments of the email to the 
incoming email server of the recipient if the recipient does not have distributed storage 
for email attachments (col. 1 , lines 35-45, col. 2, lines 26-57). 

Regarding claim 13, Pollack teaches a method for servicing email at a server 
comprising: 

receiving at the server an email on behalf of a recipient, the email including a 
main body and one or more attachments (col. 1, lines 59-62, col. 4, lines 4-6); 

determining whether the recipient of the email has distributed storage for storing 
email attachments by querying a recipient email distributed storage location server (col. 
4, lines 25-34); 

determining a network address of the recipient's distributed storage for storing 
email attachments, if the recipient has such distributed storage (col. 4, lines 34-39); 
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determining periodically whether the recipient's distributed storage is available to 
receive the one or more attachments upon determining the network address (col. 6, 
lines 39-48); 

sending an instruction to the recipient's distributed storage to submit a request 
for the one or more attachments of the email (col. 5, lines 50-67, col. 7, lines 1-11); and 

upon such a request, sending the one or more attachments of the email to the 
recipient's distributed storage for email attachments (col. 4, lines 25-39). 



Claim Rejections - 35 (JSC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 23-37 and 39-45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pollack, U.S. Patent No. 6,505,236, further in view of Hazan et al., 
U.S. Patent No. 6,434,602. 

Pollack teaches the invention substantially as claimed including a system and 
method which detaches and stores any mail attachments and appends the body of the 
mail to include a handle to enable the recipient to retrieve the stored attachment at a 



later time (see abstract). 
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Regarding claim 23, Pollack teaches a method for servicing email at a client of a 
recipient of an email comprising: 

receiving at the client of the recipient of the email a request from a user to access 
an attachment of an email; 

determining whether a distributed storage for storing email attachments for the 
user is accessible, and if so, whether the attachment is stored in said distributed storage 
(col. 4, lines 25-39, col. 5, lines 50-67, col. 7, lines 1-11); and 

retrieving the attachment from the distributed storage if the attachment is stored 
by the distributed storage and retrieving the attachment from an incoming email server if 
the attachment is not stored by the distributed storage (col. 5, lines 50-67, col. 7, lines 
1-11). 

Pollock fails to teach the limitation further including the user being a part of a 
peer-to-peer communication system. 

However, Hazan teaches a method, apparatus, and article of manufacture for 
accessing electronic messages (see abstract). Hazan teaches the use of a peer-to- 
peer network for e-mail (col. 1, lines 11-18). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Pollock in view of Hazan to use a peer-to-peer communication 
system. One would be motivated to do so because it allows for bandwidth 
conservation. 
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Regarding claim 24 and 42, Pollack teaches the method and apparatus of claims 
23 and 41 , wherein said determining of whether the user's distributed storage for email 
attachments is accessible comprises pinging the user's distributed storage for email 
attachments (col. 4, lines 25-39, col. 6, lines 39-48). 

Regarding claim 25 and 43, Pollack teaches the method and apparatus of claims 
23 and 41 , wherein said retrieving the attachment further comprises retrieving the 
attachment from the user's distributed storage for storing email attachments if the user's 
distributed storage for storing email attachments is accessible, and the attachment is 
stored in the user's distributed storage for storing email attachments (col. 7, lines 1-11). 

Regarding claim 26 and 44, Pollack teaches the method and apparatus of claims 
23 and 41 , wherein retrieving the attachment further comprises retrieving the 
attachment from an incoming email server of the user if the user's distributed storage for 
storing email attachments is accessible, and the attachment is not stored in the user's 
distributed storage for storing email attachments (col. 1, lines 35-45, col. 2, lines 26-57). 

Regarding claim 27 and 45, Pollack teaches the method and apparatus of claims 
23 and 41 , wherein retrieving the attachment further comprises attempting to retrieve 
the attachment from an incoming email server of the user if the user's distributed 
storage for storing email attachments is not accessible (col. 1, lines 35-45, col. 2, lines 
26-57). 
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Regarding claim 28, Pollack teaches an apparatus comprising: 

a storage medium having stored therein a plurality of executable programming 
instructions that, when executed, perform the following steps for servicing email at a 
client of a sender of an email: 

receiving a request to send an email to a recipient (col. 4, lines 4-6); 

determining whether the email to be sent includes one or more attachments (col. 
1, lines 59-62); 

determining whether a recipient of the email has distributed storage separate 
from an incoming email server of the recipient for storing email attachments by querying 
a recipient email distributed storage location server, if the email to be sent includes one 
or more attachments (col. 4, lines 25-34); 

determining a network address of the recipient's distributed storage for storing 
email attachments, if the recipient has such distributed storage (col. 4, lines 34-39),; 

determining whether the recipient's distributed storage is available to receive the 
one or more attachments upon determining the network address (col. 6, lies 39-48); 

servicing said request to send said email based at least in part on the results of 
said determinations (col. 7, lines 1-11); and 

a processor coupled to the storage medium to execute the programming 
instructions (col. 7, lines 35-51, Pollack discloses a processor performing the process). 

Pollock fails to teach the limitation further including the user being a part of a 
peer-to-peer communication system. 
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However, Hazan teaches the use of a peer-to-peer network for e-mail (col. 1 , 
lines 11-18). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Pollock in view of Hazan to use a peer-to-peer communication 
system. One would be motivated to do so because it allows for bandwidth 
conservation. 

Regarding claim 29, Pollack teaches the apparatus of claim 28, wherein said 
programming instructions are further configured to send the one or more attachments of 
the email to the recipient's distributed storage, if the recipient has distributed storage for 
storing email attachments, and the distributed storage is available to accept said one or 
more attachments (col. 7, lines 1-11). 

Regarding claim 30, Pollack teaches the apparatus of claim 28, wherein said 
programming instructions are further configured to send an instruction to the recipient's 
distributed storage to submit a request for the one or more attachments of the email, if 
the recipient has distributed storage for storing email attachments, and the distributed 
storage is available to accept said one or more attachments (col. 5, lines 50-67, col. 7, 
lines 1-11, Pollack discloses an attachment receiver). 



Regarding claim 31 , Pollack teaches the apparatus of claim 30, wherein said 
programming instructions are further configured to send the one or more attachments of 
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the email to the recipient's distributed storage for email attachments upon receipt of a 
request from the recipient's distributed storage for the one or more attachments of the 
email (col. 4, lines 25-39). 

Regarding claim 32, Pollack teaches the apparatus of claim 28, wherein said 
programming instructions are further configured to retry to send the one or more 
attachments of the email to the recipient's distributed storage in accordance with a retry 
policy, if the recipient has distributed storage and the distributed storage is not 
immediately available to accept said one or more attachments (col. 6, lines 39-48). 

Regarding claim 33, Pollack teaches the apparatus of claim 28, wherein said 
programming instructions are further configured to send the one or more attachments of 
the email to the incoming email server of the recipient if the recipient has distributed 
storage and the distributed storage is not available to accept said one or more 
attachments (col. 1, lines 35-45, col. 2, lines 26-57, Pollack discloses an attachment 
attached directly to an email if no storage is available). 

Regarding claim 34, Pollack teaches the apparatus of claim 28, wherein said 
programming instructions are further configured to send the one or more attachments of 
the email to the incoming email server of the recipient if the recipient does not have 
distributed storage for email attachments (col. 1, lines 35-45, col. 2, lines 26-57). 
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Regarding claim 35, Pollack teaches an apparatus comprising: 

a storage medium having stored therein a plurality of executable programming 

instructions that, when executed, perform the following steps for servicing email at a 

client: 

receiving at the client an email on behalf of a recipient, the email including a main 
body and one or more attachments (col. 1, lines 59-62, col. 4, lines 4-6); 

determining whether the recipient of the email has distributed storage for storing 
email attachments by querying a recipient email distributed storage location server (col. 
4, lines 25-34); 

determining a network address of the recipient's distributed storage for storing 
email attachments, if the recipient has such distributed storage (col. 4, lines 34-39); 

periodically determining whether the recipient's distributed storage is available to 
receive the one or more attachments upon determining the network address (col. 6, 
lines 39-48); and 

sending the one or more attachments of the email to the recipient's distributed 
storage for email attachments for storage, upon determining that the recipient's 
distributed storage for email attachments is available to accept email attachments (col. 
4, lines 35-39); and 

a processor coupled to the storage medium to execute the programming 
instructions (col. 7, lines 35-51). 

Pollock fails to teach the limitation further including the user being a part of a 
peer-to-peer communication system. 
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However, Hazan teaches the use of a peer-to-peer network for e-mail (col. 1 , 
lines 11-18). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Pollock in view of Hazan to use a peer-to-peer communication 
system. One would be motivated to do so because it allows for bandwidth 
conservation. 

Regarding claim 36, Pollack teaches the apparatus of claim 35, wherein said 
programming instructions are further configured to send an instruction to the recipient's 
distributed storage for email attachments, instructing the recipient's distributed storage 
for email attachments to submit a request for the one or more attachments of the email 
(col. 5, lines 50-67, col. 7, lines 1-11). 

Regarding claim 37, Pollack teaches the apparatus of claim 36, wherein said 
programming instructions are further configured to send the one or more attachments of 
the email to the recipient's distributed storage for email attachments upon receipt of a 
request from the recipient's distributed storage for the one or more attachments of the 
email (col. 4, lines 25-39). 

Regarding claim 39, Pollack teaches an apparatus comprising: 
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a storage medium having stored therein a plurality of executable programming 
instructions that, when executed, perform the following steps for servicing email ta 
distributed storage location: 

receiving a request from a selected one of a sender and an incoming email 
server of a user to pull an attachment of an email; 

submitting, in response, a request to the selected one of the sender and the 
incoming email server of the user to pull said email attachment; 

receiving said email attachment; and 

storing said email attachment (col. 5, lines 50-67, col. 7, lines 1-11); and 

a processor coupled to the storage medium to execute the programming 
instructions (col. 7, lines 35-51). 

Pollock fails to teach the limitation further including the user being a part of a 
peer-to-peer communication system. 

However, Hazan teaches the use of a peer-to-peer network for e-mail (col. 1 , 
lines 11-18). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Pollock in view of Hazan to use a peer-to-peer communication 
system. One would be motivated to do so because it allows for bandwidth 
conservation. 
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Regarding claim 40, Pollack teaches the apparatus of claim 39, wherein the 
programming instructions are further configured to perform the following additional 
steps: 

receiving a request from a requestor for the email attachment; 
retrieving the email attachment from storage; and 

providing the retrieved email attachment to the requestor upon successfully 
retrieving said email attachment from storage (col. 5, lines 50-67, col. 7, lines 1-11). 

Regarding claim 41, Pollack teaches an apparatus comprising: 

a storage medium having stored therein a plurality of executable programming 
instructions that, when executed, perform the following steps for servicing email at a 
client of a recipient of an email: 

receiving a request from a user to access an attachment of an email; 

determining whether a distributed storage for storing email attachments for the 
user is accessible; 

determining whether the attachment is stored in said distributed storage if said 
distributed storage is accessible; and 

servicing said request to access said attachment of said email at said distributed 
storage or at an incoming email server (col. 5, lines 50-67, col. 7, lines 1-11); and 

a processor coupled to the storage medium to execute the programming 
instructions (col. 7, lines 35-51). 
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Pollock fails to teach the limitation further including the user being a part of a 
peer-to-peer communication system. 

However, Hazan teaches the use of a peer-to-peer network for e-mail (col. 1 , 
lines 11-18). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Pollock in view of Hazan to use a peer-to-peer communication 
system. One would be motivated to do so because it allows for bandwidth 
conservation. 

5. Claims 19-21 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pollack, U.S. Patent No. 6,505,236, in view of Hazan et al., U.S. Patent No. 
6,434,602, further in view of Shibata et al., U.S. Patent No. 7,069,332. 

Pollack teaches the invention substantially as claimed including a system and 
method which detaches and stores any mail attachments and appends the body of the 
mail to include a handle to enable the recipient to retrieve the stored attachment at a 
later time (see abstract). 

Regarding claim 19, Pollack teaches a method for an email distributed storage 
location server, comprising: 

an email user's distributed storage for email attachments (col. 4, lines 25-39); 

storing a network address of the email user's distributed storage for email 
attachments (col. 4, lines 34-39); 
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receiving a request from a requestor for the network address of the email user's 
distributed storage for email attachments; and 

providing the requestor with the network address of the email user's distributed 
storage for email attachments (col. 5, lines 50-67, col. 7, lines 1-11). 

Pollock fails to teach the limitation further including the user being a part of a 
peer-to-peer communication system and receiving a registration to register an email 
user's distributed storage. 

However, Hazan teaches a method, apparatus, and article of manufacture for 
accessing electronic messages (see abstract). Hazan teaches the use of a peer-to- 
peer network for e-mail (col. 1, lines 11-18). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Pollock in view of Hazan to use a peer-to-peer communication 
system. One would be motivated to do so because it allows for bandwidth 
conservation. 

Pollock and Hazan fail to teach the limitation further including receiving a 
registration to register an email user's distributed storage. 

However, Shibata teaches a video server for a video distribution system (see 
abstract). Shibata teaches the use of registered storage (col. 5, lines 15-26). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Pollock and Hazan in view of Shibata to receive a registration to 
register an email user's distributed storage. One would be motivated to do so because 
it allows for faster access to the storage. 
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Regarding claim 20, Pollack teaches the method of claim 19, wherein the 
requestor a sender of an email (col. 5, lines 50-67, col. 7, lines 1-11). 

Regarding claim 21, Pollack teaches the method of claim 19, wherein the 
requestor is an email server associated with an email recipient (col. 5, lines 50-67, col. 
7, lines 1-11). 

Regarding claim 38, Pollack teaches an apparatus comprising: 

a storage medium having stored therein a plurality of executable programming 
instructions that, when executed, perform the following steps for providing an email 
distributed storage location server capability at a client: 

receiving a registration to register an email user's distributed storage for email 
attachments (col. 4, lines 25-39); 

storing a network address of the email user's distributed storage for email 
attachments (col. 4, lines 34-39); 

receiving a request from a requestor for the network address of the email user's 
distributed storage for email attachments; and 

providing the requestor with the network address of the email user's distributed 
storage for email attachments (col. 5, lines 50-67, col. 7, lines 1-11); and 

a processor coupled to the storage medium to execute the programming 
instructions (col. 7, lines 35-51). 
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Pollock fails to teach the limitation further including the user being a part of a 
peer-to-peer communication system and receiving a registration to register an email 
user's distributed storage. 

However, Hazan teaches the use of a peer-to-peer network for e-mail (col. 1 , 
lines 11-18). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Pollock in view of Hazan to use a peer-to-peer communication 
system. One would be motivated to do so because it allows for bandwidth 
conservation. 

Pollock and Hazan fail to teach the limitation further including receiving a 
registration to register an email user's distributed storage. 

However, Shibata teaches the use of registered storage (col. 5, lines 15-26). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Pollock and Hazan in view of Shibata to receive a registration to 
register an email user's distributed storage. One would be motivated to do so because 
it allows for faster access to the storage. 

Response to Arguments 

6. Applicant's arguments with respect to claims 1-4, 9, 10, 13, 15, 16, 19-21, and 
23-45 have been considered but are moot in view of the new ground(s) of rejection. 
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7. Applicant's arguments filed August 23, 2006 have been fully considered but they 
are not persuasive. 

Regarding the argument to claim 1 , the applicant argues that the reference, 
Pollock, does not disclose determining a network address of the recipient's distributed 
storage. The examiner respectfully disagrees, as seen in, column 4, lines 34-39, there 
is the storage of an attachment at a specific address. 

8. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., page 1 1 , lines 4-9 of the specification) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

9. In response to applicant's arguments, the recitation "location server," in claim 1 9, 
has not been given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the 
claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 1 90 
USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 
(CCPA1951). 
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Conclusion 



1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Pat. No. 5,903,723 to Beck et al. 

U.S. Pat. No. 6,839,741 to Tsai 

U.S. Pat. No. 6,651,087 to Dennis 

U.S. Pat. No. 5,771 ,355 to Kuzma 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Avi Gold whose telephone number is 571-272-4002. The examiner can 
normally be reached on M-F 8:00-5:30 (1st Friday Off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on 571-272-4001 . The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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